PUSH AND PULL IN THE GLOBAL ARENA:
HOW BUSINESSES HAVE RESPONDED TO EXPANSION OF RIGHTS WITH
RESTRICTIVE CONTRACT PROVISIONS
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I. INTRODUCTION
Global trade in the Internet era has subjected American companies to
provisions of moral rights under foreign law that are far different from copyright
law under United States federal law. Copyright law in the United States
originates from the Statute of Anne in England, which “gave the author of works
then existing, or his assigns, the sole right of printing for” a period.1 Moral
rights, however, recognize an interest that is separate and distinct from the
copyright and is not transferred with the assignment of the copyright.2
Europe has a tradition of moral rights, rights that focus on the reputation
and integrity of the work, rather than merely the economic aspect of the work.3
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For example, France recognizes a right of publication, attribution, integrity,
disclosure, and withdrawal.4
Individual states have considered or adopted individual moral rights that
exist beside federal copyright law. Alternately, companies have attempted to
expand their rights through restrictive license terms that attempt to use contract
law to trump copyright or moral rights laws.

II. CONFLICT BETWEEN FOREIGN OR STATE LAWS AND
UNITED STATES COMPANIES
The right to be forgotten is an evolution of the right of withdrawal that is
taking root in Europe. The right of withdrawal allows an author to determine
when a work should be removed from the public sphere, the converse of a right to
publish being the right not to publish.5 A right to be forgotten extends the right of
withdrawal, enabling a party to remove information that refers to the party, rather
than information produced by the party.6 With California considering a version of
the right to be forgotten, the idea could extend throughout the United States
before long. American companies, however, are already dealing with the effects
of European adoption of the right of withdrawal as applied to the global Internet.
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A. SPAIN’S RIGHT TO BE FORGOTTEN
Spain has passed a law that gives its citizens the “right to be forgotten.”7
Spain’s data protection agency, the AEPD, requires companies, including
American companies such as Google, to remove information about its citizens.8
“The general argument is what we call ‘derecho al olvido,’ the
kind of right to be forgotten, and it’s based on the right of every
single individual and citizen has to claim for his or her data to be
used in a proper manner,” said Paloma Llaneza, a data protection
lawyer representing some of the plaintiffs. “Just to explain it in a
very simple way, when you are Googling someone and you are
finding some information, what we ask is to delete, or to make not
available that information through Google.”9
Spain demanded that Google respond to eighty-eight cases that involve
search results from its index.10 For example, a plastic surgeon in Spain demanded
that Google remove a link to a newspaper story reporting his arrest and charge of
criminal negligence because the article did not include information about the
surgeon’s acquittal.11 Rather than order the websites that contain reports of the
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man’s arrest to update their pages with updated information, the AEPD ordered
Google to remove these pages from their search index.12 However, to maintain
the integrity of the index, Google does not manipulate results.13 When Google
refused to comply with the AEPD’s request, the agency filed for an injunction in
Spanish court to enforce the law.14
The European Union is considering enacting a right to be forgotten that
would apply to all member nations.15 Supporters have tied the right to be
forgotten to concerns about user privacy and data portability.16 In the United
States, however, there is an important distinction between the rights of users to
content that they control and rights to content posted by others.17 While the first
is governed under United States law by privacy statutes and copyrights, the
newspaper about a woman who sued him for the equivalent of euro5 [sic] million for a
breast job that she said went bad.
Id.
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second is protected by the First Amendment from interference by third parties,
even if the information relates to those third parties.18
In order to respect the sovereignty of Spain, Google may be forced to
remove the information from Google’s Spanish site.19 Although Spanish citizens
would be able to access results by visiting another version, such as the main
google.com site, this solution should satisfy Spanish regulators.20 This would be
consistent with Yahoo!’s restriction of “Nazi related propaganda and Third Reich
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memorabilia” on Yahoo!’s French auction site.21 While the French court ordered
Yahoo! to “eliminate French citizens’ access to web pages on Yahoo.com
displaying [offending material],”22 the United States court refused to “enforce a
foreign order that violates the protections of the United States Constitution by
chilling protected speech that occurs simultaneously within our borders.”23 Thus,
France exercised authority over yahoo.fr but was unable to censor yahoo.com.

B. GERMANY’S RIGHT TO A BLURRY WORLD
Google ran afoul of another European Union member, this time through
Google Street View. The company launched Google Maps in February of 2005.24
In May 2007, Google added a feature called Street View that provides pictures
taken from the street near the spot designated on the map.25 Germany’s privacy
law, called Verpixelungsrecht by commentators, which loosely translates to “right
to be pixelated,” requires that Google provide users with the option to opt out of
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the Google Street View.26 Germany objected to the inclusion of photographic
data because of concerns for citizens’ privacy.27 Google states on its Street View
privacy page that “Street View contains imagery from public roads that is no
different from what you might see driving or walking down the street.”28 Google
attempted to placate German officials by offering an opt out option to the
service.29 Houses of those that elected to opt out were pixelated, similar to the
process Google previously undertook on faces and license plates.30 Of course,
some Germans want the power of Google Street View, even going so far as to
vandalize houses that requested blurring.31
After Germany complained, other countries began to question whether
Google Street View deserved greater scrutiny.32 Many countries responded to the
revelation that Google Street View cars, in addition to taking pictures, also
accidentally collected “personal data from unsecured wi-fi networks, including
whole e-mails, addresses[,] and phone numbers.”33 Canada, Czech Republic, and
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South Korea have all put limitations on Google.34 Spain was particularly
concerned about the collection of personal data from wi-fi networks.35 Following
an investigation of the privacy implications, Google ceased collecting Street View
data in Australia.36 Despite judicial approval for street view photographs in
Germany, Google has decided not to obtain new photographs to update their
German version of Street View.37

C. CALIFORNIA’S BLURRING BILL
In 2009, California considered a law that would have limited mapping
services’ ability to show satellite or street view images of “a building or facility in
this state that is identified on the Internet Web site by the operator as a school or
place of worship, or a government or medical building or facility, unless those
photographs or images have been blurred.”38 Assemblyman Anderson, who
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In mid-October Canada’s privacy commissioner said Google’s accidental
gathering of personal data while snapping images amounted to a “serious violation” of its
privacy laws.
In September, the Czech government banned Google from taking any new
photos for the service.
In August, authorities in South Korea raided Google’s offices prior to the
switch-on of a version for the nation.
Id.
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proposed the bill, generated support by using fear of terrorists exploiting the
data.39 Anderson “cited examples of websites such as Google Maps helping
terrorists in attacks in Mumbai . . . [and] . . . Hamas us[ing] Internet mapping sites
to locate children’s centers” in Israel.40 Anderson believed that the rest of the
United States would follow suit after California provided the example.41 Though
the bill never passed, it demonstrates a willingness of some legislators to consider
blocking public information—a baby step on the road to the right to be forgotten.

III. EROSION OF FIRST SALE PROTECTIONS
While governments consider adopting certain moral rights through statute,
American businesses push to expand ownership rights by leveraging contract law
rather than copyright law. If companies are successful in redefining the
ownership relationship through contract terms, the purchasers may be unable to
rely on copyright protections, like the first sale doctrine, to check the power of the
seller.

A. COPYRIGHT LAW AND THE FIRST SALE DOCTRINE
The Constitutional grant of power to promote creativity and supply
material for the public domain empowered Congress to pass copyright laws.
Copyright laws create a limited exclusive right for creators while retaining the

39
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rights after the copyright term for the public benefit. Furthermore, the law
includes various exceptions that secure reasonable use during the copyright period
for scholarly work, parody, or fair comment. Another provision, referred to as the
first sale doctrine, provides for the resale of a work without permission of the
copyright holder. The first sale doctrine is based on the balance of incentives
required to encourage production of the original artwork.42 In contrast, the moral
rights view is that regardless of the incentive, the moral right is an extension of
the artist’s personality.43

B. LICENSE VERSUS SALE
The first sale doctrine under copyright law may have far less significance
in the future. The Vernor v. AutoDesk case moves copyright infringement action
away from property law under first sale doctrine and toward contract doctrine
with licenses. This gives copyright holders the power in determining what resale
rights are available to consumers. This, however, also has the impact of bringing
United States law closer to European law, which has never embraced the idea of a
first sale doctrine.
Timothy Vernor purchased copies of AutoDesk’s AutoCAD software and
resold these copies through eBay.44 AutoDesk places a great deal of restrictions

42
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on the software through the Software License Agreement (SLA) that is included
with every copy of their software.45 AutoDesk wrote the SLA in a way that
confers a license rather than ownership of the software in order to support the
greatest level of restriction on the software.46 For this reason, AutoDesk believed
that they could control the resale of their software through the terms of the End
User License Agreement (EULA).
The district court had found in favor of Vernor because AutoDesk did not
have the right to control subsequent sales of its software under the first sale
doctrine.47 The Ninth Circuit, however, ruled that the first sale doctrine did not
apply to secondary sales of AutoDesk’s software because the software had been
licensed rather than sold.48 The court’s analysis focused on the extent of
restrictions in the SLA.49 “[B]ecause Autodesk reserved title to Release 14 copies
and imposed significant transfer and use restrictions, [the Ninth Circuit]
conclude[d] that its customers are licensees of their copies of Release 14 rather
than owners.”50 Thus, AutoDesk could control the resale of its software.

C. MICROSOFT’S ATTEMPT TO CONTROL SOFTWARE RESALE
AutoDesk is not the first company to attempt to control resale through the
license agreement. Microsoft includes license terms for its products inside the
45
46
47
48
49
50
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Id.
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box containing the software.51 The company also has very restrictive software
return policies designed to prevent abuse and piracy.52 When Microsoft
discovered that David Zamos was reselling his student copy of Microsoft
Windows on eBay after being unable to return the software in its closed box, the
industry giant filed a notice under the Digital Millennium Copyright Act (DMCA)
to interrupt the sale.53 To comply with the DMCA takedown notice, eBay
suspended Zamos’s auction.54 Zamos used the counterclaim provision of the
DMCA to have his auction reinstated and posted the terms of Microsoft’s resale
policy in order to clarify that his sale was not violating copyright law.55 Zamos,
however, did not understand that Microsoft included special conditions on
educational software that restricted resale further.56 Furthermore, Zamos could
not qualify as a “qualified end user,” the type of user that has the right to sell
under Microsoft’s resale policy without signing the licensing agreement contained
inside the software box.57
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Microsoft responded to Zamos’s reinstated sale by suing.58 Zamos began
researching the allegations in the complaint, finding that Microsoft had simply
modified a boilerplate complaint from prior suits.59 Zamos could not understand
why he was being accused of causing “irreparable injury to its business reputation
and goodwill . . . [by having] . . . pirated or stolen . . . software, falsely
represented Microsoft, reproduced its trademark, . . . repackaged its goods, [or
engaged in] unfair competition . . . .”60
Zamos spent his Christmas vacation assembling a [twenty-one]
page counterclaim . . . citing more than [twenty] other cases,
including a New Kids on the Block lawsuit, where the boy band
. . . lost, since the publishing company was simply using their titles
to describe the songs, just as Zamos was using the Microsoft name
when he described the software he was selling.61
When Microsoft explained that Zamos could not qualify as a “qualified
end user” without having signed the agreement contained in the box, Zamos
changed tactics to allege unfair business practices, perjury, emotional distress,
defamation, unconscionable consumer practices, abuse of process, and fraud.62
When Zamos included a request for jury trial, Microsoft decided to push for

58
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settlement.63 Zamos utilized the power of the press to gain leverage in the
negotiation even though the terms are confidential under the settlement.64 As part
of the settlement, both sides dropped their claims, including Zamos’s claims of
unfair business and unconscionable consumer practices.65

D. CALIFORNIA’S RESALE ROYALTY ACT BRINGS
DROIT DE SUITE TO THE UNITED STATES
California’s Resale Royalty Act imports a moral rights doctrine from
Europe to limit the ability of an owner to resell their property. France recognizes
the droit de suite right, which gives a royalty to artists when their artwork is
resold.66 The state of California has adopted the droit de suite under The
California Resale Royalty Act.67 The Act requires that sellers in California “shall
pay to the artist of such work of fine art or to such artist’s agent [five] percent of
the amount of such sale.”68 Although the artist may assign his interest, his right
“may be waived only by a contract in writing providing for an amount in excess
of [five] percent of the amount of such sale.”69
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Sellers have challenged the constitutionality of the Act because it conflicts
with the right to resell under the first sale doctrine.70 The Act, however, was
originally upheld as not preempted by federal copyright law because it does not
directly prevent sales of artwork despite making sales subject to a five percent
royalty.71 The Ninth Circuit relied on the fact that the right did not attach a lien to
the property nor did it create secondary liability for the buyer.72 The court was
unwilling to recognize that diminishing the amount of profit that a subsequent
seller can extract would limit his or her ability to sell the artwork.73
Challengers have also claimed that the Act violates the Contracts Clause of
the United States Constitution; however, the Act was upheld because it does not
unreasonably restrict the ability to contract.74 In order to violate the Contracts
Clause, the law must create “an impairment that is severe, permanent, irrevocable
and retroactive and which serves no broad, generalized economic or social
purpose,” which the Ninth Circuit held this act does not.75
Finally, the Act withstood a Due Process challenge because the Act was
held to have a rational basis.76 Unless an act implicates a fundamental right,
states may implement laws so long as they have a legitimate purpose and are
70
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rationally related to that purpose, which is a fairly low standard to achieve.77 The
court relied on the tradition in France to establish that resale royalty rights serve a
legitimate purpose.78
The Ninth Circuit will likely revisit the issue soon because last year a
district court held in favor of defendants who argued the law cannot extend to
sales made outside of California.79 The district court used the Ninth Circuit’s own
reasoning in Morseburg to determine that the Act has a substantial effect on
interstate commerce, and, therefore, the Dormant Commerce Clause prevents
California from regulating the sale.80 In this case, the first sale doctrine overcame
the moral right implementation.81 However, this result was based on federal
power to regulate interstate commerce; nothing would prevent a federal droit de
suite from implementing a resale royalty nationally and destroying the first sale
doctrine from coast to coast.

IV. CONCLUSION
Moral rights continue to make headway in the United States. Despite our
history of copyright doctrine, American companies will continue to face legal
challenges in moral rights countries. Furthermore, Congress and the courts have
77
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left some room for individual states to adopt moral rights doctrines without being
preempted by federal copyright law unless they attempt to cross state borders.
The troublesome portend, however, comes from rights holders rather than
legislators. Utilizing contract doctrine, companies are increasing control over
products, including restricting resale, despite the existence of the first sale
doctrine as law. By creative licensing, companies will make the limitations on
copyrights less important. This may lead to general acceptance of the ideas
behind moral rights. That, in turn, could lead to adoption of moral rights either de
jure or de facto.
Either way, the encroachment on the rights of users will be extended as far
as possible, unless users fight back. The trend towards restrictive licensing terms
will likely accelerate as goods and services transition to digital—after all, Zamos
had a box containing the software to resell. The issue becomes more complicated
if users purchase a digital download or a registration key. If users revolt from
these aggressive practices, then the industry will respond with better terms to
create competitive advantage. If users ignore the value in their own control,
however, then companies will compete effectively by reducing user control. That
could, over time, spell the slow death of the first sale doctrine.
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