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Heart of the

MATTER

Despite its new ruling in TC Heartland, the high court leaves
“wiggle room” regarding what constitutes a “regular and
established place of business”
few decades, determining venue in a
patent infringement case was a fairly straightforward matter.
Under Federal Circuit precedent going back to 1990 in VE Holding Corporation v. Johnson Gas Appliance Company, venue was
proper in any judicial district in which the defendant was subject
to the court’s personal jurisdiction.1 This past May, however,
the U.S. Supreme Court revisited the issue. In a much-anticipated
decision in TC Heartland v. Kraft Foods Group Brands, LLC,
the Supreme Court overturned the long-standing Federal Circuit
case law and, relying on its prior precedent, held that venue is
proper only in a judicial district in the state in which the defendant
is incorporated or “where the defendant has committed acts of
infringement and has a regular and established place of business.”2
The Court’s ruling in TC Heartland, on its face, appears to
narrow the venue choices for patent cases previously permitted
by the Federal Circuit under VE Holding. However, the Court
left plenty of wiggle room for patent owners asserting infringement
claims to continue to bring suit in the judicial district of their

choice, even if that district falls outside of the state in which the
defendant is incorporated. The key venue issue now being litigated
is what constitutes a “regular and established place of business.”
In TC Heartland, the Supreme Court did not provide any guidance
on how this phrase should be interpreted.
History of the Patent Venue Statute
The Judiciary Act of 1789—the initiating federal law regarding
patent suits—“permitted a plaintiff to file suit in a federal district
court if the defendant was ‘an inhabitant’ of that district or
could be ‘found’ for service in that district.”3 Then, in 1887, the
statute was amended to allow “suit only in the district of which
the defendant was an inhabitant or, in diversity cases, of which
either the plaintiff or defendant was an inhabitant.”4 Finally, in
1897, Congress enacted a patent-specific venue statute, which
was a predecessor to the current patent venue statute, 28 USC
Section 1400(b). The predecessor statute permitted suit in the
district in which the defendant was an “inhabitant” or in which
the defendant both maintained a “regular and established place
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of business” and committed an act of infringement.5
In 1942, the Supreme Court held in
Stonite Products Company v. Melvin Lloyd
Company that the patent venue statute
was the exclusive venue provision for patent infringement suits, and Congress did
not intend for the patent venue statute to
“dovetail with the general provisions relating to the venue of civil suits.”6 Rather,
the patent venue statute “alone should
control venue in patent infringement proceedings.”7 In 1948, Congress recodified
the patent venue statute as Section 1400(b),
and the Supreme Court reaffirmed the
Stonite opinion in 1957, holding in Fourco
Glass Company v. Transmirra Products
Corporation that Congress enacted Section
1400(b) as a standalone venue statute and
that nothing in the 1948 recodification evidenced an intent to alter that status, even
the fact that 28 USC Section 1391(c) by
“its terms” embraced “all actions.”8
According to the Supreme Court in TC
Heartland, “[t]his landscape remained
effectively unchanged until 1988, when
Con gress amended the general venue
statute, §1391(c).”9 The revised provision
stated that it applied “‘[f]or purposes of
venue under this chapter.’”10 The same
year, the Federal Circuit held that the
amendment to Section 1391(c) established
the definition for all other venue statutes
under the same “chapter,” including the
patent venue statute, Section 1400(b).11
In 2011, Congress adopted the current
version of Section 1391, which provides
that its general definition applies “[f]or all
venue purposes.”12
TC Heartland
In January 2014, Kraft Foods Group
Brands, LLC sued TC Heartland for patent
infringement in the U.S. District Court for
the District of Delaware.13 TC Heartland
moved to transfer venue to a district court
in Indiana, citing Fourco, and arguing that
it did not “resid[e]” in Delaware and had
no “regular and established place of business” in Delaware under Section 1400(b).14
The district court rejected these arguments.
The Federal Circuit, citing VE Holding,
denied a petition for a writ of mandamus,
concluding that the general venue statute,
Section 1391(c), supplies the definition of
“resides” in Section 1400(b). The Federal
Circuit concluded that subsequent statutory
amendments had effectively amended
Section 1400(b) as construed in Fourco,
such that Section 1391(c) now supplies the
definition of “resides” in Section 1400(b).15
Thus, because the District of Delaware
could exercise personal jurisdiction over
TC Heartland, it “resided” in Delaware
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under Section 1391(c) and, therefore, under
Section 1400(b).16
In TC Heartland, in a unanimous decision,17 the Supreme Court reversed the
Federal Circuit precedent first stated in VE
Holding and held that venue is proper in
a patent infringement case only in a judicial district in the state in which the defendant is incorporated or “where the defendant has committed acts of infringement
and has a regular and established place of
business.”
The Court, citing Fourco, stated that
it had “definitively and unambiguously
held that the word ‘reside[nce]’ in Section
1400(b) has a particular meaning as applied to domestic corporations: It refers
only to the state of incorporation.”18 Further, “Congress has not amended §1400(b)
since Fourco, and neither party asks the
Court reconsider our holding in that case.
Accordingly, the only question we must
answer is whether Congress changed the
meaning of §1400(b) when it amended
§1391.”19 The Court went on to note:
When Congress intends to effect a
change of that kind, it ordinarily provides a relatively clear indication of
its intent in the text of the amended
provision. The current version of
§1391 does not contain any indication that Congress intended to alter
the meaning of §1400(b) as interpreted in Fourco. Although the current version of §1391(c) provides a
default rule that applies “[f]or all
venue purposes,” the version at issue
in Fourco similarly provided a default rule that applied “for venue
purposes.”20
Finally, the Court noted “there is no indication that Congress in 2011 ratified the
Federal Circuit’s decision in VE Holding.
In this context, we do not see any material
difference between the two phrasings.”21
Place of Business
For patent litigators, a key issue for determining proper venue in light of TC Heartland is how to interpret “regular and
established place of business.” If that term
is construed narrowly, venue in patent
cases will be more restricted. However,
if interpreted more broadly, proper venue
post-TC Heartland might not differ
con siderably from venue law pre-TC
Heartland.
In June 2017, U.S. District Judge Rodney Gilstrap, from the Eastern District of
Texas, who reportedly handles the greatest
number of patent cases in the United
States,22 issued an opinion denying defendant Cray, Inc.’s motion to transfer the
case from Texas to Washington, where

Cray is incorporated.23 In his written opinion, Judge Gilstrap discusses the state of
the case law regarding “regular and established place of business” prior to the Federal Circuit’s ruling in VE Holding. Judge
Gilstrap notes that before VE Holding,
courts “had developed competing and conflicting interpretations of § 1400(b).” One
court even noted that “[w]e can discern
nothing even remotely approximating a
uniform approach in the case law to the
problem of…[what] constitute[s] a ‘regular
and established place of business.’”24
One line of cases “held, or at least suggested, that an established place of business
required a physical presence in the district.”25 Judge Gilstrap notes that “[s]ome
courts also required this physical presence
to be land the defendant owned, leased,
or controlled”26 and others “required the
physical presence to be a ‘substantial part’
of a defendant’s business.”27 However, a
separate line of cases “found venue proper
even where the defendant lacked a physical
presence in the district.”28 These cases
often focused on whether a defendant’s
employee, operating out of his or her home,
could constitute a “regular and established
place of business.”29
The Federal Circuit also weighed in on
this issue at that time. In its opinion in In
re Cordis Corporation, the Federal Circuit
held that “the appropriate inquiry is
whether the corporate defendant does its
business in that district through a permanent and continuous presence there and
not…whether it has a fixed physical presence in the sense of a formal office or
store.”30 In Cordis¸ the Federal Circuit
declined to issue a writ of mandamus, leaving in place the District Court’s ruling that
Cordis, a Florida corporation, could be
sued in Minnesota.31
The record established that Cordis,
which sold cardiac pacemakers, employed two full-time sales representatives in
Minnesota.32 The sales representatives
maintained home offices in Minnesota and
stored literature, documents, and products
in those offices. They performed administrative tasks in their home offices and
claimed an income tax deduction for these
offices. They kept between $30,000 and
$60,000 worth of Cordis products in their
home offices at any given time.33 Cordis
also engaged a secretarial service in Minnesota to receive messages, provide typing
services, mail Cordis literature, receive
shipments of Cordis sales literature, issue
business cards, and answer the phones as
“Cordis Corporation.”34 The Federal Circuit concluded that a “rational and substantial legal argument may be made in
support of the court’s order denying
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1. Venue is proper in a patent infringement case if the
case is brought in federal court in a state where a corporate defendant is incorporated.
True.
False.

consider in determining whether the defendant has a
regular and established place of business in the
district.
True.
False.

2. In TC Heartland v. Kraft Foods Group Brands, LLC,
the U.S. Supreme Court outlined a four-factor test to
determine whether a defendant has a “regular and
established place of business” in a state.
True.
False.

11. One of Judge Gilstrap’s factors is whether a defendant has a physical presence in the district.
True.
False.
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12. One of Judge Gilstrap’s factors is the extent to
which the defendant derives benefits from its
presence in the district.
True.
False.
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3. The Federal Circuit, in VE Holding Corporation v.
Johnson Gas Appliance Co., held that venue was
proper in a patent infringement case in any judicial
district in which the defendant was subject to the
court’s personal jurisdiction.
True.
False.
4. A plaintiff in a patent infringement case has an
automatic right to obtain discovery relating to venue.
True.
False.
5. Under the TC Heartland holding venue is automatically established in a district where the defendant
sells an infringing product.
True.
False.
6. In In re Cordis Corporation the Federal Circuit held
that the appropriate inquiry as to a “regular and
established place of business” is whether the
corporate defendant conducts business in that district
through a permanent, continuous presence there and
not whether it has a fixed physical presence.
True.
False.
7. In 1942, the U.S. Supreme Court held in Stonite
Products Co. v. Melvin Lloyd Co. that the patent
venue statute was not the exclusive venue provision
for patent infringement suits.
True.
False.
8. In 1957, the U.S. Supreme Court held in Fourco
Glass Co. v. Transmirra Products Corporation that the
patent venue statute was not altered by the general
venue statute, which includes language stating that
it applies to “all actions.”
True.
False.
9. In TC Heartland, the U.S. Supreme Court held that
venue is proper in a patent infringement case only in
a judicial district in the state in which the defendant
is incorporated or where the defendant committed
acts of infringement and has a regular and established place of business.
True.
False.
10. Following TC Heartland, U.S. District Judge
Rodney Gilstrap identified four factors courts should

13. One of Judge Gilstrap’s factors is whether the defendant has been sued previously in that district.
True.
False.
14. One of Judge Gilstrap’s factors is the extent to
which a defendant interacts in a targeted way with
existing or potential customers, consumers, users,
or entities within a district.
True.
False.
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15. One of Judge Gilstrap’s factors is the extent to
which a defendant represents, intern al ly or
externally, that it has a presence in the district.
True.
False.
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16. One of Judge Gilstrap’s factors is whether the defendant is incorporated in the district.
True.
False.

ANSWERS
Mark your answers to the test by checking the
appropriate boxes below. Each question has only
one answer.

17. Corporations or other entities that are potential
targets of patent infringement cases that want to
make it more difficult to be sued in a particular state
should consider minimizing their conduct in that
state.
True.
False.

1.
2.
3.
4.
5.

18. A plaintiff can establish venue in a patent infringe ment case by proving the defendant has a
regular and established place of business in that
district.
True.
False.

6.

19. Courts have taken a uniform approach in determining what constitutes a regular and established
place of business for patent venue purposes.
True.
False.

11.

20. Judge Gilstrap has been criticized for setting
venue rules for patent cases in a way that may keep
many cases in his district.
True.
False.
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20.
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Cordis’s motion to dismiss for lack of
proper venue,” and the Court declined to
issue a writ.35
In his recent opinion, Judge Gilstrap
identifies four factors that courts should
consider in making the determination
whether the defendant has a regular and
established place of business in the district.
One factor is physical presence—”the
extent to which a defendant has a physical
presence in the district, including but not
limited to property, inventory, infrastructure, or people.” Thus, a “retail store,
warehouse, or other facility in the district
weighs strongly in favor of finding a regular
and established place of business” but the
lack of physical building “is not dispositive.”36 A second factor to consider is the
extent to which a defendant represents,
internally or externally, that it has a presence in the district.37 For example, if a
defendant has agents or representatives
located in a district, and represents to the
public that it can communicate with the
defendant through those agents or representatives, this factor would weigh in favor
of proper venue in that district.38 A third
factor to consider is “the extent to which
a defendant derives benefits from its presence in the district, including but not limited to sales revenue.”39 Judge Gilstrap
notes that “courts have often looked to

the benefits a defendant has received from
its business in a particular district as a factor supporting a regular and established
place of business, especially where a defendant has generated significant revenue from
such business.”40 A fourth factor to consider is the “extent to which a defendant
interacts in a targeted way with existing
or potential customers, consumers, users,
or entities within a district, including but
not limited to through localized customer
support, ongoing contractual relationships,
or targeted marketing efforts.”41 Judge
Gilstrap states that no one factor should
be dispositive, and this determination
“should be driven by a fair consideration
of the totality of the circumstances.”42
Even though Judge Gilstrap has been
criticized for purportedly “set[ting] venue
rules for patent cases in a way that may
keep many cases in his district,”43 his
detailed opinion and historical look at
how courts have interpreted the phrase
“regular and established place of business”
is a helpful starting point for litigators
faced with determining where to file suit,
whether to challenge venue, and what
advice to give to their clients on these
issues.
In addition, other district courts, following TC Heartland, have construed the
“place of business” requirement more nar-
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rowly. A district court in the Western
District of Texas has held that venue is
not proper even when the defendant is
authorized to do business in Texas, has
distributors in Texas, and sells products
to those Texas distributors.44 The court
held that the “kind and degree of defendants’ contacts do not support a finding
that defendants have a permanent and
continuous presence which shows a regular
and established place of business in the
Western District of Texas.”45 A district
court in the District of Arizona recently
transferred a case to North Carolina, where
the defendant is incorporated, despite allegations that the defendant sold infringing
products at Home Depot in Arizona and
had at least one sales manager and an engineer located in Arizona.46 The court also
declined to permit discovery relating to
venue, concluding that discovery, additional
briefing, and an evidentiary hearing “would
be contrary to the just, speedy, and inexpensive determination of the meirts of the
action.”47
Plaintiffs who have an interest in pursuing claims against a defendant not incorporated in the state in which the venue is
located should try to develop a factual
record to support their choice of venue,
either through presuit investigation and
research or through early discovery, if permitted. The facts should include whether
the defendant has agents or representatives
physically located in the state—and the
nature of their actions within the state,
whether the defendant has any physical
presence in the state (e.g., buildings, warehouses, call centers, offices), the volume of
sales in that state, if the defendant targets
customers in that state, or has made representations about their presence in that state.
On the flip side, corporations or other
entities who are the targets of patent
infringement cases may want to consider
taking steps to minimize their conduct in
states to make it more difficult to be sued
in those venues. While it might be impossible or impractical for some companies
to stop sales to entire states or judicial districts, they may be able to take other steps
to minimize conduct with certain venues.
They could avoid setting up retail stores,
warehouses, or other facilities in those districts. They could avoid retaining agents
or representatives or call centers in those
districts. And they could avoid or minimize
public statements about their activities in
those districts.
Ultimately, the question of what constitutes a regular and established place of
business will be litigated and decided by
the district courts, the Federal Circuit will
review many of those decisions, and pos-

sibly the Supreme Court will have to weigh
in again on this issue.
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