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A recently filed federal court case will decide whether
consumers have the right to edit motion pictures against the
wishes of directors and studios
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fied, as rulings in the case could have both
dramatic and unexpected consequences for
the participants. Understanding the implications of this lawsuit requires a review of its
background, its legal issues and arguments,
and its possible effects on the parties and
the movie-viewing public.
There have been struggles over control of
the content of motion pictures for decades.
Sometimes these disputes have pitted filmmakers against their studio bosses, and sometimes the filmmakers and the studios have rallied against what from their perspective was
arbitrary outside control. In fact, motion pictures have been controversial since Thomas
Edison commercially introduced the kinetoscope in 1894.2 Movies displayed an unprecedented vividness, intensity, and apparent real-

ity to audiences, and concerns quickly developed over how movie audiences could be
influenced by what they saw on screen. Ethnic
groups, animal activists, foreign interests,
occupational associations, religious groups,
and others all lobbied for better or more
guarded depictions of their members or values in motion pictures.3
State and local governments responded to
these concerns with licensing laws and censorship boards. The U.S. Supreme Court confirmed the legality of a censorship system in
1915 but reversed that ruling in the 1940s,
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A RECENTLY FILED federal court case—
Huntsman v. Soderbergh—may soon decide
who controls our video screens. According to
the pleadings, the owner of seven Clean Flicks
video stores filed suit against 16 famous movie
directors in August 2002, seeking court permission to continue selling versions of motion
pictures that the directors directed but from
which the profanity, nudity, and violence had
been removed.1 The directors filed a counterclaim that added the major motion picture
studios and about a dozen other companies to
the suit. Claims and counterclaims continued flying, and months later the case is still
only in its early stages.
The suit has attracted media attention
because of the celebrity participants and the
subject matter. The attention may be justi-

acknowledging the expressive nature of
motion pictures.4 By that time, however, the
motion picture industry was regulating itself.
In 1924, in response to a series of scandals, the
studios founded what eventually was called
the Motion Picture Association of America
(MPAA) and hired attorney and former
Postmaster General Will H. Hays to write a
code that would govern motion pictures and
allay public concerns. What came to be known
as the Hays Code was announced in 1930.5
The overriding principle of the Hays Code
was that “no picture shall be produced that
will lower the moral standards of those who
see it,” and it contained specific regulations
to effectuate that principle.6
The Hays Code had a dramatic effect on
American motion pictures. It doubtless frustrated the creative community, but Hollywood
learned to create great motion pictures within
its guidelines. Four of the top 5, 7 of the top
10, and 59 of the top 100 films on the
American Film Institute’s list of the 100 greatest films were produced during the 34-yearreign of the Hays Code, as opposed to 33 in
the 34 years since its abandonment.7
The Hays Code was abandoned, however,
in 1968, after a struggle between motion picture studios and directors. Motion picture
attendance plummeted in the 1950s,8 and studios began looking for ways to increase their
box office receipts. Filmmakers in general,
and especially directors, were influenced by
the frankness of many European films that
were riding the crest of the French New
Wave. The filmmakers pressured the studios
for more freedom to address adult issues,
including sexual themes.9 The MPAA began
making concessions, and the Hays Code was
soon effectively broken.
The MPAA quickly replaced the Hays
Code with a rating system.10 The system,
which is still in effect, allows producers to
depict virtually anything in a motion picture
that does not constitute obscenity, and that is
very much indeed. A wide array of motion pictures are now produced, from highbrow to
lowbrow, uplifting to depressing, violent to circumspect, and innocent to explicit, with the
predominant concern generally being that
the film appeal to some group large enough
to make its release profitable.

REBROADCASTING MOVIES ON TV
On the other hand, the regulation of content
on television—including movies rebroadcast
on television—has followed a different path.
Television programming has been the subject
of FCC regulation since its commercial inception. Although FCC regulations theoretically
proscribe censorship,11 requirements that
television and radio operate for the public
good have resulted in restrictions on morally
48 LOS ANGELES LAWYER / MAY 2003

of fensive broadcast programming. The
Supreme Court has at least partially approved
these restrictions.12
The relatively restrictive nature of television programming created problems for the
motion picture industr y, which could not
afford to ignore the important television market. Network Standards and Practices
Department guidelines made it impossible
for many motion pictures made after the era
of the Hays Code to be broadcast on television
in their original form. Motion picture copyright owners edited films for broadcast television, deleting footage and substituting language to bring the films into compliance.
Similar edits were made to versions aired on
commercial air flights. These changes were
unpopular with directors and other filmmakers, but there was little they could do about
it, because studios, which generally are the
copyright owner of films, have the legal right
to edit them.13
New technologies created additional ancillary markets for motion pictures and television broadcasts and gave consumers greater
control over how they experienced them.
Video cassette recorders allowed consumers
to use fast forward to speed through parts of
a program and skip commercials.14 DVD players and digital video recorders like TiVo permit even more skips, pauses, and accelerations than are available in analog video
recorders. These new media have given people significant control over how they experience motion pictures, and motion picture studios happily profit from the increased
revenues derived from selling their old products in these new ways.
Seemingly in keeping with technological
advances, public dissatisfaction with the content of films has also increased. Saturation
marketing, heavy media coverage of motion
pictures, and the successive distribution of
motion pictures through various ancillary
outlets have caused unprecedented levels of
sustained attention to motion pictures. The virtual ubiquity of film in American society
makes it obvious that motion pictures are a
powerful social force, whether the studios
that create them want them to be or not.
Motion picture studios have long been
accused of stubbornly resisting the moral
values of much of the nation and aggressively
promoting entertainment that uses graphic
violence; racial, ethnic, and gender stereotypes; smoking; drug use; sexual irresponsibility; marital infidelity; and many other titillations to sell movies, even though the public
prefers less graphic fare.15
Offended consumers can, of course, simply refuse to see the motion pictures that
offend them, but it is often not easy to avoid
certain content while looking for entertain-

ment. Studios spend millions to sell motion
pictures, with considerable success.
Filmmakers may include offensive elements
in movies that people would very much want
to see if the offensive elements were removed.
Such elements—amounting to a few words or
a few seconds from a few scenes—often constitute a small portion of what are perceived
as otherwise excellent films. Suspicion that
such elements are gratuitously inserted for
marketing rather than artistic reasons adds
to the perception of many consumers that
their concerns are being ignored.16
This frustration has created a demand for
edited films among people who wish to participate in the mainstream of American cultural experience but do not wish to hear words
or see things that are objectionable to them.
Accordingly, entrepreneurs took action to
meet that demand when a few video stores in
the intermontane West began offering altered
versions of major motion pictures in the late
1990s.
The methods used to edit the films vary
from company to company (and some are
factually disputed in the federal lawsuit).
Edited video retailers offer copies of films
from which sex, violence, and profanity are
removed by cuts to VHS tape. Most retailers
either rent edited videos, require customers
to buy unedited copies before providing them
with edited versions, or form “clubs” in which
members gain the opportunity to view a given
number of edited videos in return for a
monthly fee. Another group, known as software providers, offer computer software with
which consumers can edit individual copies
of DVDs according to taste.17 Demand for
such products is apparently greater than
many realize; the largest edited video retailer,
Clean Flicks, expanded from 1 to over 70
franchise stores in 17 states in two years, and
about a dozen companies have begun offering similar services.18
The extent to which the edited versions
differ from the original varies from film to
film. Some edits are significant; one company
reportedly cut about 4 minutes from Saving
Private Ryan to eliminate graphic violence,
and another announced that it can put a corset
on Kate Winslet in her nude scene in Titanic
or replace the swords used in The Princess
Bride with light sabers.19 However, edits on
other films are relatively minor, amounting to
muting a few words or deleting a few seconds from a few scenes. These alterations, on
the other hand, are crude in comparison to
the original editing.
These editing efforts were known to the
motion picture studios, but, apparently sensitive to public reaction, they made no effort
to stop the unauthorized editing.20 Directors
reacted differently. Many were outraged by

what they perceived as amateurish, crude
cuts to their work by video store operators.
American movie directors have long chafed
at the lack in the United States of significant
moral rights, which, from their perspective,
allows studios to bowdlerize their work for
television and airline use. Most foreign countries recognize moral rights, which include
the author’s right to limit the alterations to a
work without the author’s permission even if
the copyright in the work is owned by others.
However, Congress has provided minimal
support for such rights in the United States.21
Channeling the indignation of many of its
high-profile members, in 2002 the Directors
Guild of America developed plans to file a
lawsuit to stop unauthorized editing. A Clean
Flicks franchisee learned of these efforts and
filed a preemptive suit in federal court in
Colorado, seeking declaratory relief that the
company’s edited films violated no rights.
Parties are still appearing in the Clean Flicks
litigation, and no discovery or briefing has
taken place at the time of this writing, but certain legal theories have emerged from the
pleadings that have been filed so far.

“minor” (and thus not actionable under
Gilliam) the changes that were made to several reproductions of Playboy magazine illustrations that covered a woman’s exposed
breast.26
General trademark law involving the sale
of altered goods is similarly limited. A party
typically cannot sell altered trademarked
goods as if they were the genuine, original
product, but a party can sell those goods if the

For example, in Chamberlain v. Columbia
Pictures Corporation, the Ninth Circuit held
that there was no secondary meaning in the
name Mark Twain when it appeared on a literary work because it “merely identified the
author of those works.”29 More recently, in
Lord Simon Caerns v. Franklin Mint Company,
a federal district court in California held that
there were no trademark rights in the name
Diana, Princess of Wales, because the term

labeling adequately describes the modifications and if the alterations are not so severe
as to create a “new product.”27
It is anyone’s guess whether the Clean
Flicks court will find any of the edited films
“unintelligible” under the Gilliam standard or
constituting a “new product” under trademark law. But every consumer who buys the
altered versions or enabling software should
know that the altered versions have, in fact,
been altered by a third party rather than a
filmmaker or studio. Packaging and advertising materials accompanying the altered
versions should make that abundantly clear,
if for no other reason than because that is
their biggest appeal. Consumers who purchase altered versions do so precisely because
they are dissatisfied with the studio versions
and want a different version edited by someone outside the studio system. Therefore,
any risk of confusion due to inadequate labeling appears low.
Another possible claim is trademark dilution. Such claims do not require proof of
likely confusion, but they present other problems. Dilution requires ownership of a famous
mark28 and, thus, the directors will have to
prove that their names function and have
achieved fame as marks. The directors might
be able to make that showing, but some case
law has been unsympathetic to the argument.

merely described the princess.30 Further,
some courts have held that only “inherently
distinctive” marks qualify for dilution protection.31 Names are generally viewed as
descriptive marks that by definition cannot be
inherently distinctive.32
Dilution claims generally involve a third
party who uses a mark to identify unrelated
goods or services the third party produces.
The third-party editors use marks on altered
motion pictures that actually originated with
the studios. No reported decision has applied
trademark dilution law in such a factual scenario.
Additionally, the harm required in a dilution claim makes the result in the Clean Flicks
case uncertain. The Supreme Court recently
clarified that actual dilution, as opposed to a
likelihood of dilution, must be shown to establish a federal trademark dilution claim.33
Whether the studios will be able to produce
such evidence is difficult to predict.
Unfair competition claims against the software providers present other difficulties. The
software providers claim they neither sell
motion pictures nor use any director’s or studio’s mark to sell their software products.
Confusing or diluting use of a mark in commerce is a necessary predicate to an unfair
competition claim, and it would appear difficult to establish trademark dilution or unfair

THE SUIT DEVELOPS
Virtually all the claims rely on trademark,
unfair competition, and copyright law. The
directors and studios allege unfair competition
and trademark dilution based on the sale of
altered versions of motion pictures that continue to display the directors’ names or studios’ marks. The studios also generally allege
copyright infringement, without specifying
which rights are violated.22
The case has engendered strong feelings
about which side is doing the right thing, but
the legal issues are more complicated than
one might expect. For example, relevant case
law is limited and ambiguous. Gilliam v.
American Broadcasting Company23 held that
broadcast of “mutilated” versions of episodes
of Monty Python’s Flying Circus constituted
unfair competition by misleading the public
into believing that the edited versions of the
programs were, in fact, Monty Python’s work.
However, the Gilliam plaintiffs owned common law copyrights in the underlying scripts,
the changes deleted up to 27 percent of the
original episodes (often rendering them virtually unintelligible), and there was no way the
public could have known that the broadcast
Monty Python programs had been significantly altered. A concurring judge opined
that providing notice of the alteration would
have eliminated the unfair competition claim.24
Subsequent case law has limited Gilliam to
situations in which the edited version
“departed so substantially from the original
work that the ‘edited version’ simply made no
sense,” 25 and one cour t characterized as
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competition against entities that neither use
the marks nor sell the trademarked goods.34

COPYRIGHT CLAIMS
The motion picture studios’ copyright claims
are in some respects more straightforward,
significantly because they are the actual copyright holders in the altered films, but there are
still complications. For example, the studios
might assert violation of their exclusive reproduction right under federal copyright law.
Unless retailers manually edit individual
copies that are then legitimately purchased by
consumers (and some alteration schemes
include this method), infringing copying will
be found to have occurred, and retailers
would be exposed to liability. However, the
retailers will inevitably defend their conduct
by employing the fair use defense, which is
available under copyright law.35
The fair use defense involves four factors.
Judicial application of these factors is notoriously unpredictable, but the studios may successfully challenge some with relative ease.
Under the first factor, “purpose and character
of use,” commercial uses tend to weigh
against fair use unless they are “transformative” (e.g., if they are used in a new work to
give a significantly different purpose, character, meaning, or message.)36 The retailers’
use is certainly commercial. The “transformative” nature of an edited film with only
slight deletions is debatable. No new purpose, meaning, or message is intended in the
edited films, which seek to remain as close to
the original as possible, but, arguably, removal
of graphic language, sex, and violence gives
these films a different character. Accordingly,
this factor should favor the studios, but there
is room for debate.
The second factor, the nature of the copyrighted motion pictures, would likely weigh
against fair use, since the more creative a
work is, the less likely unauthorized copying will be permitted. Motion pictures obviously are very creative works. However, some
courts have given this factor less weight in
certain cases.37
The third factor involves “the amount or
substantiality of the portion used.” This would
certainly appear to work against a fair use
defense, since retail editors quantitatively
use almost all of each motion picture, and
thus qualitatively are likely to be viewed as
copying the heart of virtually all the films
they alter.
The final factor, the effect of the retailers’ use on the potential market for the motion
pictures, is actually the least clear-cut. The
retailers claim the studios lose no sales of
their original versions, since purchasers
obtain an original version before they may
acquire an edited one. They doubtless will

also produce evidence that they sold or rented
edited films to people who never would have
rented or purchased the motion pictures in
their original versions. This factor may favor
the retailers until motion picture producers
rent or sell edited versions themselves.
The retailers of edited videos are only one
of the challenges facing the studios, however. The application of copyright reproduction claims against the providers of editing
software is a more daunting legal task. The
software providers do not provide copies of
motion pictures to consumers, and the
providers may or may not make interim
copies of the DVDs to create their masking
software. If they do not, there is no copying
and no liability under this theory. Even if they
do make interim copies, liability is not
assured. Software providers could argue that
any interim copying is a fair use under copyright law because it is necessary to a subsequent noninfringing use. This argument is
backed by some suppor ting case law. 38
However, the software providers might have
to circumvent the copy protection systems
within the DVDs to make those interim copies
and, if they do, they may violate provisions of
the Digital Millennium Copyright Act. This act
is controversial in that it arguably prohibits a
practice that traditionally has been considered fair use: the creation of copies of works
for a consumer’s own use.39 Thus, how the
Clean Flicks court will interpret it is unpredictable.
Besides infringement of the copyright
law’s reproductive rights, the studios also
could assert that the edited video retailers and
software providers are infringing based on the
creation of unauthorized derivative works.
The studios will obviously have to establish
that the edited versions qualify as derivative
works, but that standard is not hard to meet.
A work is derivative if it is a “distinguishable
variation” with changes that are more than
“merely trivial.”40 The edited video retailers
add no obvious copyrightable elements to
the films but instead delete scenes or mute
words in the original version, with the extent
of the alteration varying from picture to picture. Although one court held that one edit
added enough to create a derivative work,41
it is unclear whether muting a few words or
deleting portions of a few scenes will be sufficient in many of the edited films.
A theory that an edited film is a derivative
work might be more difficult against the software providers, whose products allegedly
make no change to the original work at all but
instead merely allow the end user to alter
how he or she experiences an unaltered copy
of the work. Proving that transitory changes
in the user experience are sufficient to create
derivative works is the key to a studio claim

under this theory, but precedents are few
and far between. In fact, arguably analogous
case law involving video games indicates that
they may not be. Louis Galoob Toys v. Nintendo
of America42 held that the manufacturer of a
“game genie” video game device that allowed
players to alter how they experienced a video
game so they could win more easily did not
violate the underlying video game owner’s
copyright, because the user experience made
possible by the game genie did not constitute
a derivative work. The Galoob court further
held that, even if the game genie were derivative, Galoob’s use was a fair use under copyright law, arguing that “Sony [v. Universal] recognizes that a par ty who distributes a
copyrighted work cannot dictate how that
work is to be enjoyed.”43
One final argument that the studios may
employ is that the distribution of altered
videos constitutes unauthorized public performances of their motion pictures. This
would seem to be a difficult argument, and the
studios appear to avoid it.44 A public performance claim might be especially difficult
against the software providers, since their
software product is intended to be used by a
single purchaser of a single copy in his or her
home.
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that the Clean Flicks litigation may not be
well equipped to consider, let alone answer.
A victory for the directors could establish their right to control the content of their
motion pictures after they complete them
and could also generally strengthen moral
rights in the United States. This could have
consequences that the directors do not anticipate or intend. Motion pictures are, after all,
a collaborative art form, with artistic contributions from the screenwriters, costume
designers, actors, and numerous others. All
arguably could have some claim of authorship
in the motion picture, and all could have
moral rights that they could assert.
Further, success for the directors might
negatively affect the studios in particular and
copyright owners generally. Directors (and
perhaps others) would have judicially established rights that continue after they have
completed a film. Such rights could be exercised against the studios as well as the public and might give directors and others more
power over how studios edit their films. Such
issues would at least have to be factored into
contract negotiations and might make obtaining permission to alter films for television, airline, or other use more expensive.
Success by the motion picture studios
would vindicate their copyrights and give
them effective control over any new motion
picture art form. However, it could exacerbate
their ongoing public relations problems.
Administering legal thrashings to small companies that are only trying to produce the
family-friendly entertainment that the studios already provide to broadcast television
might be perceived as hypocritical and would
likely make the studios a target for political
attack.
Given the policy implications, is there a
political solution? A compulsory licensing
system has been suggested but would be
cumbersome and require creation of new
bureaucracies by content owners. It would
also require a blanket mandatory license that
would dramatically undercut the rights of
copyright owners and seems disproportionate to the problem it is intended to solve.
Is there a business solution? Licensing
agreements would solve the problem, but
neither the directors nor studios appear likely
to provide them. The studios could make
more money and blunt public criticism by
simply marketing the television versions of
the motion pictures. They could, for example,
license their television cuts for use on a specialized cable or satellite channel or sell VHS
versions of the television cuts through specialized marketing channels without significantly affecting the market for their original
versions. They could provide their television
cuts on DVDs, either alone or with the the-

atrical version and/or a director’s cut of the
film. Such alternative cuts would not detract
from the market for the original motion picture, since it would be packaged with it as a
value-added feature. This method would satisfy most of those frustrated by the unavailability of that product in edited form. Indeed,
combining a television cut with a director’s cut
would create an additional creative outlet for
directors who lack final cut authority.
Whether the studios will take advantage
of this opportunity is uncertain. In the meantime, control of entertainment content faces
an unpredictable fate with effects that will
be coming soon to your local video stores. ■
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